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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
01/27/2009 has been entered. 

Response to Amendment 

2. The amendment filed on 01/27/2009 has been entered. 

The amendments to claim 16 overcomes the 35 USC 112 second paragraph 
rejection of claim 16 set forth in the office action mailed on 10/27/2008. 

The amendments to claim 17 partially overcomes the 35 USC 112 first paragraph 
rejection of claim 17 set forth in the office action mailed on 10/27/2008 which will be 
explained below. 

Response to Arguments 

3. Applicant's arguments and amendments filed 01/27/2009 have been fully 
considered. 

1 ) At page 7 last paragraph and page 8 first paragraph applicants discuss 
the amendments made to claim 16 and as discussed above the amendments to claim 
16 overcomes 35 USC 112 second paragraph rejection of claim 16 set forth in the office 
action mailed on 10/27/2008 
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2) In the first full paragraph on page 8, in the paragraph spanning pages 8 
and 9, and in the first full paragraph on page 9 applicants discuss the amendments 
made to claim 17 and as discussed above the amendments to claim 17 partially 
overcomes 35 USC 1 12 first paragraph rejection of claim 17 set forth in the office action 
mailed on 10/27/2008. The portions not overcome are at lines 20-24 since the claim 
does not specify who or what performs the "low-pass filtering", "detecting", 
"superposing", and "generating". 

3) The indication of allowability of claims 1 and 3-8 is withdrawn in view of 
Re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). Method claims 1 and 3-8 are directed to 
patent ineligible subject matter since they fail the machine or transformation test, see 
page 1391. 

page 1391: 

A claimed process is surely patent-eligible under § 101 if: (1) it is tied to a 
particular machine or apparatus, or (2) it transforms a particular article into 
a different state or thing. 

The step of generating a display signal is insignificant extra-solution activity. The 

result of the superposing is data which is being modulated as a generic display signal in 

the generating step, thus, the generating step is analogous to the recording discussed 

in Bilski in footnote 14. 

Page 1393 of USPQ 

14 Although the Court spoke of "postsolution" activity, we have recognized 
that the Court's reasoning is equally applicable to any insignificant extra- 
solution activity regardless of where and when it appears in the claimed 
process. See In re Schrader, 22 F.3d 290, 294 (Fed. Cir. 1994) (holding a 
simple recordation step in the middle of the claimed process incapable of 
imparting patent-eligibility under S 101 ): In re Grams, 888 F.2d 835, 839- 
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40 (Fed. Cir. 1989) (holding a pre-solution step of gathering data 
incapable of imparting patent-eligibility under § 101). 

Thus, method claims 1 and 3-8 fail to claim patent eligible subject matter and 

additionally claim 16 fails this test since it is written as method software claim. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1 , 3-8, and 16 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Supreme Court precedent^ and recent Federal Circuit decisions^ indicate that a 
statutory "process" under 35 U.S.C. 101 must (1) be tied to another statutory category 
(such as a particular apparatus), or (2) transform underlying subject matter (such as an 
article or material) to a different state or thing. While the instant claim(s) recite a series 
of steps or acts to be performed, the claim(s) neither transform underlying subject 
matter nor positively tie to another statutory category that accomplishes the claimed 
method steps, and therefore do not qualify as a statutory process. 

Claims 1 and 3-8: 

Method claims 1 and 3-8 are directed to patent ineligible subject matter since 
they fail the machine or transformation test, see page 1391 . 

' Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
^ In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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page 1391: 

A claimed process is surely patent-eligible under § 101 if: (1) it is tied to a 
particular machine or apparatus, or (2) it transforms a particular article into 
a different state or thing. 



1 ) All of the claimed steps are not tied to a "particular machine or apparatus", 
thus, they fail step "(1 )" of the machine or transformation test. 

2) The generating, applying anti-aliasing filtering, preparing, first processing, 
and second processing steps are abstract ideas or mathematical algorithms and the 
step of generating a display signal is insignificant extra-solution activity, thus, all of the 
claimed steps fail step "(2)" of the machine or transformation test. 

The result of the superposing is data which is being modulated as a generic 
display signal in the generating step, thus, the generating step is analogous to the 
recording discussed in Bilski in footnote 14. 

Page 1393 of USPQ 

14 Although the Court spoke of "postsolution" activity, we have recognized 
that the Court's reasoning is equally applicable to any insignificant extra- 
solution activity regardless of where and when it appears in the claimed 
process. See In re Schrader, 22 F.3d 290, 294 (Fed. Cir. 1994) ( holding a 
simple recordation step in the middle of the claimed process incapable of 
imparting patent-el iaibilitv under S 101 ): In re Grams, 888 F.2d 835, 839- 
40 (Fed. Cir. 1989) (holding a pre-solution step of gathering data 
incapable of imparting patent-eligibility under § 101). 

The "for displaying" of the generating step is insignificant extra-solution activity 
since it is not tied to the process and since it fails to meet the requirements set forth at 
page 1397 regarding physical transformation: "(2) it transforms a particular article into a 
different state or thing". 
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Page 1397 states (emphasis added by underlining): 

Our predecessor court's mixed result in Abele illustrates this point. 
There, we held unpatentable a broad independent claim reciting a process 
of graphically displaying variances of data from average values. Abele, 
684 F.2d at 909. That claim did not specify any particular type or nature of 
data; nor did it specify how or from where the data was obtained or what 
the data represented. Id.; see also In re Meyer, 688 F.2d 789, 792-93 
(CCPA 1982) (process claim involving undefined "complex system" and 
indeterminate "factors" drawn from unspecified "testing" not patent- 
eligible). In contrast, we held one of Abele's dependent claims to be drawn 
to patent-eligible subject matter where it specified that "said data is X-ray 
attenuation data produced in a two dimensional field by a computed 
tomography scanner." Abele, 684 F.2d at 908-09. This data clearly 
represented physical and tangible objects, namely the structure of bones, 
organs, and other body tissues. Thus, the transformation of that raw data 
into a particular visual depiction of a physical object on a display was 
sufficient to render that more narrowly-claimed process patent-eligible. 

We further note for clarity that the electronic transformation of the 
data itself into a visual depiction in Abele was sufficient; the claim was not 
required to involve any transformation of the underlying physical object 
that the data represented. We believe this is faithful to the concern the 
Supreme Court articulated as the basis for the machine-or-transformation 
test, namely the prevention of pre-emption of fundamental principles. So 
long as the claimed process is limited to a practical application of a 
fundamental principle to transform specific data, and the claim is limited to 
a visual depiction that represents specific physical objects or substances. 
there is no danger that the scope of the claim would wholly pre-empt all 
uses of the principle. 



3) Method claim 1 is broader than each of claims 16 and 17, thus, 
emphasizing the preemptive nature of method claim 1 . 

4) In essence applicants generically claimed method of implementing the 
mathematical algorithm preempts all substantial uses of the claimed mathematical 
algorithm. 
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Claim 16: 

1 ) This claim is written in the preamble as an apparatus claim and is written 
in the body of the claim as a software method without tying the method to a machine or 
physical transformation. Thus, claim 16 fails to claim patent eligible subject matter and 
in essence applicants generically claimed method of implementing the mathematical 
algorithm preempts all substantial uses of the claimed mathematical algorithm. 

2) Claim 16 is broader than claim 17, thus, emphasizing the preemptive 
nature of the method performed by claim 16. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. At lines 16-24 the second processing by the graphics 
synthesizer is claimed to perform the superposing function claimed at lines 16-20 but 
does not claim who or what performs the "low-pass filtering", "detecting", "superposing", 
and "generating". Thus, the metes and bounds of the claim is unclear. This is 
important since graphics synthesizer was added to the claim to overcome a 35 USC 

1 12 first paragraph rejection. 

8. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to mal<e and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

9. Claim 17 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. At lines 16-24 the second processing by the 
graphics synthesizer is claimed to perform the superposing function claimed at lines 16- 
20 but does not claim who or what performs the "low-pass filtering", "detecting", 
"superposing", and "generating" at lines 20-24. 

Claim 17 is a computer readable storage medium claim. The specification at 
page 17 lines 16-18 and originally filed claims 12-15 do not convey applicant had 
possession of a "computer readable storage medium including a program stored 
thereon, ...when the program is executed on the system" in view of the limitations at 
lines 16-24, in view of the limiting effect of originally filed claims 12-15, and unclear 
nature of page 1 7 lines 1 6-1 8 and use of graphics synthesiser 200 coupled to vector 
unit 108 coupled to a computer (emotion engine 100's CPU core 102) to perform the 
process illustrated in figures 9A-9C and 10 and described in the specification at page 14 
line 14 to page 17 line 15. Applicants originally filed claims, drawings, and specification 
fail to convey the open ended nature of lines 20-24 which applicant currently claims to 
be the invention in the computer readable storage medium. 
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Recent Federal Circuit decisions concerning generic claims: 

Carnegie Mellon University v. Hoffmann-La Roche Inc., 88 USPQ2d 1233 (Fed. 

Cir. 2008), U.S. Court of Appeals Federal Circuit Nos. 2007-1266, -1267, Decided 

September 8, 2008, 541 F3d 1115; and 

In re Alonso, 88 USPQ2d 1849 (Fed. Cir. 2008), U.S. Court of Appeals Federal 

Circuit, No. 2008-1079, Decided October 30, 2008, 545 F3d 1015. 

A recently Federal Circuit decision concerning added generic claims: ICU 

MEDICAL, INC. v. ALARIS MEDICAL SYSTEMS, INC., No. 2008-1077, DECIDED: 

March 13, 2009. 

Federal Circuit decisions concerning original generic claims: 

LizardTech Inc. v. Earth Resource Mapping Inc., 76 USPQ2d 1724 (Fed. Cir. 

2005) ; and 

Lizardtech Inc. v. Earth Resource Mapping Inc., 77 USPQ2d 1391 (Fed. Cir. 

2006) . 

Thus, legal precedent requires that a genus be described in such a manner to 
convey that applicant had possession of the genus in order to claim the genus and as 
discussed in ICU MEDICAL a contention that a genus would have been obvious is not 
enough to overcome this legal standard. 

Conclusion 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffery A. Brier whose telephone number is (571) 272- 
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7656. The examiner can normally be reached on M-F from 7:30 to 4:00. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Xiao Wu 
can be reached at (571) 272-7661 . The fax phone Number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Jeffery A. Brier/ 

Primary Examiner, Art Unit 2628 



